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DETAILED ACTION 
Response to Amendment 

The Amendment, filed on December 5, 2006, has been entered and acknowledged by 
the Examiner. 

Claims 1-16 are pending in the instant application. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,3-6, 13, 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Park et al. (2003/0027478 A1 ) in view of Dai et al. (US 6,232,706). 

Regarding claim 1 , Park discloses a method for making a carbon nanotube-based field 
emission device comprising the steps of providing a substrate (18) having a surface, forming a 
carbon nanotube array (17) extending from a selected area of the surface (Paragraph [0028]), 
forming a cathode electrode (15) on a top of the carbon nanotube array, and removing the 
substrate (18) so as to expose the bottom surface of the carbon nanotube array (Fig. 3C), so 
that the bottom surface of the carbon nanotube array is thereby configured for acting as an 
electron emitting surface of the carbon nanotube-based field emission device. Although Park 
appears to show a substrate having a flat surface (Fig. 3B), Park fails to explicitly state that the 
substrate has a flat surface and the CNTs array has a flat bottom surface corresponding to the 
flat surface of the substrate. Park discloses directly growing the CNTs array over the surface of 
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the substrate (Paragraph [0028]), however, fails to disclose forming a catalyst layer on a 
selected area of the flat surface of the substrate. 

In the same field of endeavor, Dai discloses a method of growing self-aligned CNT's 
array over the surface of a smooth 1 substrate (22, Column 2, lines 30-31) by providing a catalyst 
layer (26) on a selected area of the smooth surface of the substrate. The disclosed method 
exemplifies the manufacture of CNTs in a confined patterned region, which allows for an 
accurate control of the size, shape, and distribution of the bundles on the substrate surface 
(Column 4, lines 31-35). Thus, it would have been obvious at the time the invention was made 
to a person having ordinary skills in the art to incorporate the step of forming a CNTs array by 
growing the CNTs from a catalyst layer formed over the smooth surface of a substrate as 
disclosed by Dai in the method of Park in order to manufacture an array of CNTs in a confined 
patterned region, which allows for an accurate control of the size, shape, and distribution of the 
bundles on the substrate surface. Moreover, given that the nanotubes of the combined 
references to Park-Dai are grown from a surface of the substrate, the bottom surface of the 
CNT's array has the same bottom profile surface of the substrate, (i.e. a smooth surface). 

Regarding claim 3, Dai further discloses a method wherein the substrate is made of 
heatproof glass, silicon, or silicon oxide (Column 5, lines 51-55). 

Regarding claim 4-5, the combination Park-Dai is silent in regards to the limitation of 
wherein a thickness of the substrate is in the range from 1 micron to 1000 microns, or in the 
range from 10 microns to 200 microns. However, it is considered within the capabilities of one 
skilled in the art the optimization of a workable range as an obvious matter of design 
engineering, as long as the mechanical stability and strength of the substrate is maintained. 
Thus, it would have been obvious at the time the invention was made to a person having 



1 Smooth definition is as generally flat. See definition at dictionary.com 
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ordinary skills in the art to incorporate a substrate thickness within the claimed, since such 
modification is considered within the level of skills in the art. 

Regarding claim 6, Dai further discloses a method wherein a thickness of the catalyst 
layer is in the range from 1 nanometer to 10 nanometers (Column 2, lines 52-53). 

Regarding claim 13, Dai discloses a method for making a carbon nanotube-based field 
emission device comprising steps of providing a substrate having a surface, forming a carbon 
nanotube array extending from a selected area of the surface, the carbon nanotube array, 
having a bottom surface corresponding to the flat surface of the substrate, depositing a layer of 
metallic material on a top of the carbon nanotube array, and removing the substrate to expose 
the bottom surface of the carbon nanotube array so that the carbon nanotube array is thereby 
configured for acting as an electron emitting surface of the carbon nanotube-based field 
emission device. Although Park appears to show a substrate having a flat surface (Fig. 3B), 
Park fails to explicitly state that the substrate has a flat surface and the CNT's array has a flat 
bottom surface corresponding to the flat surface of the substrate and that the substrate is 
insulative. Park discloses directly growing the CNT's array over the surface of the substrate 
(Paragraph [0028]), however, fails to disclose forming a catalyst layer on a selected area of the 
flat surface of the substrate. 

In the same field of endeavor, Dai discloses a method of growing self-aligned CNT's 
array over the surface of a smooth 2 insulative substrate (22, Column 2, lines 30-31) by providing 
a catalyst layer (26) on a selected area of the smooth surface of the insulative substrate. The 
disclosed method exemplifies the manufacture of CNTs in a confined patterned region, which 
allows for an accurate control of the size, shape, and distribution of the bundles on the substrate 
surface (Column 4, lines 31-35), moreover, Park further exemplifies the use of an insulative 
substrate (i.e., silicon, ceramic, Column 5, lines 51-55). Thus, it would have been obvious at the 

2 Smooth definition is as generally flat. See definition at dictionary.com 
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time the invention was made to a person having ordinary skills in the art to incorporate the step 
of forming a CNTs array by growing the CNTs from a catalyst layer formed over the smooth 
surface of a substrate as disclosed by Dai in the method of Park in order to manufacture an 
array of CNTs in a confined patterned region, which allows for an accurate control of the size, 
shape, and distribution of the bundles on the substrate surface. Furthermore, given that the 
nanotubes of the combined references to Park-Dai are grown from a surface of the substrate, 
the bottom surface of the CNTs array has the same bottom profile surface of the substrate, (i.e. 
a smooth surface). 

Regarding claim 15, Dai further discloses a method wherein the substrate is made of 
heatproof glass, silicon, or silicon oxide (Column 5, lines 51-55). 

Regarding claim 16, Dai further discloses the use of a smooth surface substrate. The 
recitation "is polished" is directed to a process limitation, patentability of a claim to a product 
does not rest merely on the difference in the method by which the product is made. Rather, is 
the product itself which must be new and not obvious. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process. In re Thorpe, 111 F.2d 695, 698, 227 
USPQ 964, 966 (Fed. Cir. 1985). Accordingly, the structure implied by the process steps would 
be considered for assessing the patentability of product-by-process claims over the prior art 
(see MPEP 2113). 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Park et al. 
(2003/0027478 A1 ) in view of Dai et al. (US 6,232,706), and further in view of Jin (US 
6,286,226). 

Regarding claim 7, the references to Park-Dai fail to exemplify the limitation of the 
substrate is removed by an etching process. However, in the same field of endeavor, Jin 
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discloses a method of transferring nanotubes from a temporary substrate to a permanent 
substrate, wherein the temporary substrate is removed by either peeling of or etching away the 
substrate, accordingly, Jin acknowledges the art recognized equivalence of both manufacturing 
steps, and it would be considered within the capabilities of one skilled in the art to selected one 
of either equivalents as an obvious matter of design engineering. Thus, it would have been 
obvious at the time the invention was made to a person having ordinary skills in the art to 
incorporate an step of removing the substrate by an etching process as taught by Jin in the 
method of Park-Dai, as an obvious matter of design engineering. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. A nonstatutory obviousness-type double patenting 
rejection is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington t 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned with 
this application, or claims an invention made as a result of activities undertaken within the scope 
of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 1, 2, 8, 13 and 14 are provisionally rejected on the ground of nonstatutory 

obviousness-type double patenting as being unpatentable over claim 2 of copending Application 

No. 10/810,151 (US currently allowed). Although the conflicting claims are not identical, they 

are not patentably distinct from each for the following reasons. 
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Regarding claims 1, 2, 8, 13 and 14 of the instant application, claim 2 of copending 
application No. 10/810,151, claims a method for making a carbon nanotube-based field 
emission display, comprising steps of providing an insulative layer having a first surface, 
depositing a layer of catalyst on the first surface of the insulative layer, forming a spacer having 
a plurality of openings therein such that patterned areas of the layer of catalyst are exposed in 
the openings, forming arrays of carbon nanotubes extending from the layer of catalyst in the 
patterned areas, forming cathode electrodes on tops of the arrays of carbon nanotubes, forming 
gate electrodes on a second, opposite surface of the insulative layer offset from the patterned 
areas, removing portions of the insulative layer corresponding to the arrays of carbon nanotubes 
so as to expose the arrays of carbon nanotubes, and attaching an anode electrode having a 
phosphor screen to the above obtained structure, wherein a flatness of the first surface of the 
insulative layer is less than 1 micron. 

While the claim fails to explicitly state the limitations of "the carbon nanotube array 
having a flat bottom surface corresponding to the flat surface of the substrate" and "so that the 
flat bottom surface of the carbon nanotube array is thereby configured for acting as an electron 
emitting surface of the carbon nanotube-based field emission device", however, given that the 
claim states the flatness of the insulative layer, it is considered to inherently impart the thus 
claimed limitations to the carbon nanotube array. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Allowable Subject Matter 

Claims 9-12 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



Application/Control Number: 1 0/81 1 ,41 5 
Art Unit: 2879 



Page 8 



Response to Arguments 



Applicant's arguments with respect to claims 1-8 and 13-16 have been considered but 
are moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mariceli Santiago whose telephone number is (571) 272-2464. The 
examiner can normally be reached on Monday-Friday from 9:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nimesh Pate!, can be reached on (571) 272-2457. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about PAIR system, 
see http://pair-direct.uspto.gov . Should you have questions on access to Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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